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Eri c Jacobson has appeal ed fromthe final refusal of
t he Trademark Exami ning Attorney to register | MPACT
PHOTOGRAPHY, with the word PHOTOGRAPHY di scl ai ned, for
“prof essi onal phot ography services, nanely, custom zed
i ndi vi dual photographic portrait and portfolio services
exclusively for athletes, nanely fitness and physi que

phot ography and athl etic nodel photography.”?®

Regi stration
has been refused pursuant to Section 2(d) of the Trademark
Act, 15 U. S.C. 1052(d), on the ground that applicant’s mark
so resenbl es the mark | MPACT, previously registered for
“lithographic prints of photographs” that, as used in
connection with applicant’s identified services, it is
likely to cause confusion or m stake or to deceive.

The appeal has been fully briefed, and applicant and
the Exam ning Attorney appeared at an oral hearing before
t he Board.

We affirmthe refusal of registration.

Qur determ nation of |ikelihood of confusion is based
on an analysis of all of the probative facts in evidence

that are relevant to the factors set forth inlInre E |I. du

Pont de Nenmours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA

% Application Serial No. 75/702,771, filed May 10, 1999, and
asserting first use and first use of the mark in comerce on
Decenber 1, 1998.
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1973). In any likelihood of confusion analysis, two key
considerations are the simlarities between the marks and
the simlarities between the goods and/or services.
Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24 (CCPA 1976).

Turning first to the goods and services, the
rel ationshi p between phot ographs and phot ography services
i s obvious. Photographs are created as a result of the
renderi ng of photographic services, and the photographic
product is seemingly intrinsic to the service, since
wi t hout the photographs thensel ves the taking of
phot ographic portraits would have little value. The
Exam ning Attorney has shown this rel ationship through the
subm ssion of third-party registrations which are for both
t he goods and the services. See, for exanple, Registration
No. 2,272,374 for portrait photography services in the
field of youth sports and nounted and unnounted phot ographs
inthe field of youth sports. Third-party registrations
whi ch individually cover a nunber of different itens and
whi ch are based on use in conmerce serve to suggest that
the |isted goods and/or services are of a type which may
emanate froma single source. See In re Al bert Trostel &

Sons Co., 29 USPQ@d 1783 (TTAB 1993).
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Appl i cant, however, points out that the cited
registration is not for photographs per se, but is for
“l'i thographic prints of photographs.” Applicant argues
that |ithography and phot ography are different, and that
l'ithographic prints of photographs refers to a mass
production process whi ch woul d be used for posters and
post cards, and not for individual photographs. 1In support
of this argunent, applicant has submtted speci nens taken
fromthe file of the cited registration, which show a
phot ograph on a postcard and a photograph on what is
identified as a “mni picture.” Further, based on
applicant’s characterization of the registrant’s goods as
postcards, he argues that the pertinent consuners of the
goods are bul k buyers, and thus the goods and services
woul d be sold to different consuners through different
channel s of trade.

It is not clear to us that the term*“lithographic
prints of photographs” would refer only to postcards,
posters and the like. There is nothing in the
identification which would preclude the identification to
i nclude, for exanple, prints of photographs which would be
considered fine art. However, even if we accept that there
is a mass production aspect to the registrant’s goods, we

find that these goods and applicant’s services are rel ated.
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There is no question that photographic services would be
required to create registrant’s lithographic prints of

phot ographs. Moreover, several of the third-party

regi strations submtted by the Exam ning Attorney show t hat
a single mark has been registered for, inter alia,
reproductions of photographic prints, postcards, posters,
gift cards and portrait photography (Registration No.
2,243,000); postcards, posters, photographic prints and
phot ogr aphy of people and places for others (Registration
No. 2,342,733); photographic prints and notecards and

out door phot ography services (Registration No. 1,771, 439);
personal i zed phot ograph cards, cal endars and portrait

phot ography services for sports teans (Registration No.
1,931, 167); and nounted and unnount ed phot ographs and

year books and portrait photographic services (Registration
No. 2,130,214). These registrations show that goods such
as the registrant’s lithographic prints of photographs and
applicant’s professional photography services may emanate
froma single source under a single mark.

Further, lithographic prints of photographs are not
necessarily purchased only by bul k buyers. Odinary
consuners nmay al so wish to have lithographic prints nade of
t heir photographs, for exanple, for use as Christnmas cards

or for the personal photo cards often referred to as
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“trading cards.” It is comon know edge that individuals
and amat eur sports teans can have their photographs printed
on such cards in order to make it appear that they are

pr of essi onal athl etes.

We note that applicant has limted his identification
to “custom zed individual photographic portrait and
portfolio services exclusively for athletes, nanely fitness
and physi que phot ography and at hl eti c nodel photography.”
However, because the cited registration is not limted as
to subject matter, the lithographic prints of photographs
may be of athletes (amateur or professional) and athletic
nodels. Athletes or athletic nodels mght well encounter
lithographic prints, whether artistic prints or posters or
even personal photograph “tradi ng” cards. They may well
think, if photographic portrait and portfolio services were
to be offered under the sane or a confusingly simlar mark
as the lithographic prints of photographs, that the
phot ographic portrait and portfolio services and the
i thographic prints of photographs emanated fromor were
sponsored by the sane source.

This brings us to a consideration of the marks.
Applicant’s mark is | MPACT PHOTOGRAPHY; the cited mark is
| MPACT. The fact that applicant’s mark contains the

addi ti onal term PHOTOGRAPHY is insufficient to distinguish



Ser No. 75/702,771

the marks. PHOTOGRAPHY is a generic termfor applicant’s
phot ographi ¢ services, and has no source-identifying
capacity. As has been said many tines, there is nothing

i nproper in stating that, for rational reasons, nore or

| ess wei ght has been given to a particular feature of a
mar k, provided the ultimte conclusion rests on a
consideration of the marks in their entireties. See In re
In re National Data Corp., 753 F.2d 1056, 224 USPQ 749
(Fed. Cr. 1985). Because PHOTOGRAPHY is generic for
applicant’s services, we treat | MPACT as the dom nant part
of applicant’s mark, and find that the marks are virtually
i dentical in appearance, pronunciation and comrercia

i mpr essi on.

In saying this, we have considered applicant’s
argunent that the marks have different connotations, and
that the cited mark connotes prints that are generated by a
“bol d and clear reprint process”, while applicant’s mark
connotes “the services of a professional photographer, in
this case for individual athletic photo sessions.” Brief,
p. 4. However, we are not persuaded by this argunent. In
both cases, we think that | MPACT and | MPACT PHOTOGRAPHY
w Il be viewed as suggesting that the photographs, whether
produced as |ithographic prints or resulting from

applicant’s professional photography services, wll be
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noti ceabl e and have an “inpact” on the viewer. Thus, we
find that the marks have the same connotati on.

Applicant also asserts that | MPACT is a weak mark and
is entitled to alimted scope of protection. In
connection with this argunent, applicant stated at page 4
of his appeal brief that “there are over 1,461 | MPACT
formative marks maintained in [the] U S. Patent and
Trademar k dat abase,” and submitted as an exhibit a page
fromthe USPTO TESS dat abase showi ng that, for the search

term*“*inpact*[bi,ti]” 1461 records were found, and |isting
the marks and serial nunbers of 19 applications (2 of which
are “dead”) and of one registration (for THE BI VI NGS GROUP
W RED GLOBAL | MPACT). The Exam ning Attorney has objected
to this exhibit as untinely, and we agree. Applicant also
argues that the Board should take judicial notice of these
regi strations because “this information is a public record
readily available to the exam ning core [sic] and the
Board.” Reply brief, p. 2. However, it is well-
established that the Board does not take judicial notice of

registrations that reside in the U S. Patent and Tradenark

Ofice, and that the submi ssion of a list of registrations
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is insufficient to make themof record. See In re Duofold
Inc., 184 USPQ 638 (TTAB 1974).°

Appl i cant al so asserts that, even if the Board does
not consider the 1,461 | MPACT-formative marks indicated by
the TESS system there is evidence in the record of 1,090
| MPACT-formative marks. Applicant refers to the search
initially conducted by the Exam ning Attorney to determ ne
whet her there were any conflicting registrations. The
search result sinply shows that for the search

“*inpact*[bi,ti]” there were a total of 1090 marks. There
is no indication of what those marks are. As we indicated
above, a list of registrations is insufficient to make them
of record. Here, of course, the search statenent does not
even provide a list of the marks. W would al so point out
that the search statenent could refer to applications as
well as registrations (and applications are not evidence of
anything other than the fact that they were filed), and to
mar ks for goods or services totally unrelated to the
registrant’s or to applicant’s.

Applicant also refers to his statenent, in his

response to the first O fice action, that “a search for the

* W point out that in this case applicant did not even supply a
list of the 1,461 alleged | MPACT marks, just a sunmary statenent
fromthe TESS system
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mar k | MPACT reveal ed over three hundred registrations
conprising | MPACT formative marks.” That response al so
indicated that “there are at |east forty-four | MPACT
formative trademarks in Class 16,” which i nplies that over
250 registrations are not for simlar goods or services.
Needl ess to say, the nere statenent that this nunber of
regi strations exists does not suffice to nmake them of
record.

What is of record, however, are ten registrations for
| MPACT formative marks which applicant submtted with his
response to the first O fice action. Sone of these
registrations are for goods and/or marks that are
sufficiently different fromthe registrant’s marks and
goods that they do not persuade us that registrant’s mark
| MPACT is entitled to a limted scope of protection. See,
for exanple, Registration No. 1,985,612 for | MPACT- LATCH
for picture franme hangers and screws sold as a unit
therewith; Registration No. 2,106,370 for VISUAL | MPACT for
conmput er prograns and program user nmanuals sold as a unit
to banks and financial institutions for inage processing of
docunents, especially to devel op, enhance and transmt
graphi c i mges of checks and financial instrunents;

Regi stration No. 1,782,454 for | MAGES W TH | MAPCT! for

conputer software and instruction manuals sold together as

10
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a unit for use in publishing and printing graphics; and
Regi stration No. 2,233,485 for | MPACTUSA for pronoting the
goods and services of others through the distribution of
printed material.

While there are certain third-party registrations
which are closer to registrant’s mark and goods, nost
particularly Registration No. 2,117,186 for | MPACT for
printed material, nanely posters, com c nagazines, mlk cap
trading cards, trading cards and picture booklets, we do
not viewthis registration as denonstrating that the cited
mark | MPACT is so weak that its protection would not extend
to prevent the registration of | MPACT PHOTOGRAPHY for the
phot ographic services identified in applicant’s
application. Although the third-party registrations, as
well as the neaning of the word itself, show that | MPACT
has a suggestive significance, that suggestion, as we said
previously, is the same for both applicant’s and the
regi strant’ s marks.

Applicant also argues that the purchasers of the
regi strant’s goods and applicant’s services are careful and
di scrimnating. Applicant bases this argunent on the
assertion that the registrant’s goods are purchased in bulk
by conpani es which then resell the goods, such as

postcards, to the end users. However, as we stated above,

11
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t he purchase of lithographic prints is not limted to
commerci al enterprises; individuals, including amateur
at hl etes and nodel s, can purchase such itens. Further,
al t hough applicant’s custom zed individual photographic
portrait and portfolio services for athletes and athletic
nodel s may cost “thousands of dollars for a single
reproduction,” the services, as identified, cannot be
deened to be only for such expensive reproductions or photo
shoots. Thus, an amateur athlete or bodybuil der may w sh
to have his or her photograph taken either to have for
hi msel f or herself or to give to his/her friends, and may
obtain the services of a photographer who specializes in
such pictures. That consuner could even use the photograph
obtained in such nmanner for a greeting card or personal
“trading card.”

Finally, to the extent that there is any doubt on the
i ssue of |ikelihood of confusion, such doubt nust be
resolved in favor of the registrant and prior user. 1In re
Pneumat i ques, Caoutchouc Manufacture et Plastiques Kl eber-
Col onbes, 487 F. 2d 918, 179 USPQ 729 (CCPA 1973). In this
case, we note that registrant’s registration was issued in
1978, and clains a date of first use of 1975; applicant did
not begin using his mark until Decenber 1998.

Deci sion: The refusal of registration is affirned.
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